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request is filed, the settlement shall 
only be available: 

(1) To a Government agency on writ-
ten request to the Board; or 

(2) To any other person upon written 
request to the Board to make the set-
tlement agreement available, along 
with the fee specified in § 42.15(d) and 
on a showing of good cause. 

CERTIFICATE 

§ 42.80 Certificate. 

After the Board issues a final written 
decision in an inter partes review, post- 
grant review, or covered business 
method patent review and the time for 
appeal has expired or any appeal has 
terminated, the Office will issue and 
publish a certificate canceling any 
claim of the patent finally determined 
to be unpatentable, confirming any 
claim of the patent determined to be 
patentable, and incorporating in the 
patent any new or amended claim de-
termined to be patentable by operation 
of the certificate. 

Subpart B—Inter Partes Review 

GENERAL 

SOURCE: 77 FR 48727, Aug. 14, 2012, unless 
otherwise noted. 

§ 42.100 Procedure; pendency. 

(a) An inter partes review is a trial 
subject to the procedures set forth in 
subpart A of this part. 

(b) A claim in an unexpired patent 
shall be given its broadest reasonable 
construction in light of the specifica-
tion of the patent in which it appears. 

(c) An inter partes review proceeding 
shall be administered such that pend-
ency before the Board after institution 
is normally no more than one year. 
The time can be extended by up to six 
months for good cause by the Chief Ad-
ministrative Patent Judge, or adjusted 
by the Board in the case of joinder. 

§ 42.101 Who may petition for inter 
partes review. 

A person who is not the owner of a 
patent may file with the Office a peti-
tion to institute an inter partes review 
of the patent unless: 

(a) Before the date on which the peti-
tion for review is filed, the petitioner 
or real party-in-interest filed a civil 
action challenging the validity of a 
claim of the patent; 

(b) The petition requesting the pro-
ceeding is filed more than one year 
after the date on which the petitioner, 
the petitioner’s real party-in-interest, 
or a privy of the petitioner is served 
with a complaint alleging infringement 
of the patent; or 

(c) The petitioner, the petitioner’s 
real party-in-interest, or a privy of the 
petitioner is estopped from challenging 
the claims on the grounds identified in 
the petition. 

§ 42.102 Time for filing. 

(a) A petition for inter partes review 
of a patent must be filed after the later 
of the following dates, where applica-
ble: 

(1) If the patent is a patent described 
in section 3(n)(1) of the Leahy-Smith 
America Invents Act, the date that is 
nine months after the date of the grant 
of the patent; 

(2) If the patent is a patent that is 
not described in section 3(n)(1) of the 
Leahy-Smith American Invents Act, 
the date of the grant of the patent; or 

(3) If a post-grant review is instituted 
as set forth in subpart C of this part, 
the date of the termination of such 
post-grant review. 

(b) The Director may impose a limit 
on the number of inter partes reviews 
that may be instituted during each of 
the first four one-year periods in which 
the amendment made to chapter 31 of 
title 35, United States Code, is in effect 
by providing notice in the Office’s Offi-
cial Gazette or FEDERAL REGISTER. Pe-
titions filed after an established limit 
has been reached will be deemed un-
timely. 

[77 FR 48727, Aug. 14, 2012, as amended at 78 
FR 17874, Mar. 25, 2013] 

§ 42.103 Inter partes review fee. 

(a) An inter partes review fee set forth 
in § 42.15(a) must accompany the peti-
tion. (b) No filing date will be accorded 
to the petition until full payment is re-
ceived. 
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